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RESPONSE TO FINAL OFFICE ACTION OF FEBRUARY 3, 2015
AND REQUEST FOR RECONSIDERATION

 
REMARKS
 
The above-identified application has been carefully reviewed in view of the Final Office Action mailed
February 3, 2015.  Reconsideration and withdrawal of the rejection entered by the Examining Attorney is
respectfully requested in light of the arguments and authorities herein presented.
 
Applicant reincorporates the arguments set forth in its prior response and the exhibits thereto as if fully set
forth herein.
 
THE REFUSAL TO REGISTER UNDER SECTION 2(D) IS IMPROPER.
 
The Examiner has refused registration of Applicant's mark THE RUSTIC, Serial No. 86/234074 based upon
Trademark Act Section 2(d), 15 U.S.C. Section 1052(d), citing U.S. Registration No. 4,253,386 for RUSTIC
KITCHEN.  Applicant submits that concurrent use and registration of Applicant’s mark will not likely cause
confusion, mistake, or deception and requests that the Examining Attorney’s rejection be withdrawn.
 
Applicant’s Mark is Readily Distinguishable from The Cited Mark
 
The Examining Attorney suggests that, because the word “KITCHEN” appears below the word “RUSTIC”
in Applicant’s composite mark, consumers would recall Applicant’s mark as being “RUSTIC KITCHEN.”  
This line of reasoning defies logic.  
 
Applicant’s addition of “THE” preceding “RUSTIC” disrupts the ordinary and expected flow when the



mark is read or pronounced.  Applicant’s use of “THE” is not the mere addition of a definite article in the
manner discussed in In re Thor Tech Inc. or In re Narwood Prods. Inc.  Here, Applicant’s addition of “THE”
and omission of a word following “RUSTIC” converts the adjective rustic to a noun.  Rustic is traditionally
used as an adjective in modern, American speech – its noun form is arcane, at best – and Applicant’s
transformation of it to a noun creates a memorable, distinctive impression to consumers. 
 
The Examining Attorney asserts that “KITCHEN BACKYARD BAR MUSIC” are subsequent nouns that
follow “THE RUSTIC.”   While this may be true, the presence of these nouns does not alter the effect these
words have on consumers—that is, consumers would recognize these words as describing Applicant’s
services.  They do not convert “RUSTIC” into an adjective.   Applicant has provided numerous examples of
“RUSTIC” marks in the restaurant industry, all of which follow the common adjective + noun conformation
of the cited mark.  This evidence underscores that Applicant’s “THE RUSTIC” mark would strike the
consumer’s mind as unusual and distinctive.
 
Moreover, prospective purchasers—and in fact, virtually any native English speaker—would read
Applicant’s mark from top to bottom and from right to left, as this is normal in the course of reading the
English language.  A consumer would naturally be inclined to read the largest and most prominent words in
the vertical plane first—here, “THE RUSTIC”—and then collectively read the words “KITCHEN
BACKYARD BAR MUSIC” as they appear in a single horizontal plane.   It is inconceivable that a consumer
would mentally dissect Applicant’s composite mark at an unnatural break in the horizontal plane of
Applicant’s mark and recall only “RUSTIC KITCHEN” any more than they would recall the mark as
“KITCHEN BACKYARD.”
 
  Based on the natural tendency of English speakers to read text from top to bottom and from right to left,
consumers would, almost certainly, only recall “THE RUSTIC” as the mark under which Applicant renders
its services.  Contrary to the Examining Attorney’s assertion, the applied-for-mark is not merely the words,
“THE RUSTIC KITCHEN BACKYARD BAR MUSIC,” but one that contains distinctive design elements,
including the retro-style microphone appearing in the most prominent word “RUSTIC” and the large fork
icon that uniquely forms the letter “I” in RUSTIC.   Surely, consumers would recall these distinctive
elements and “THE RUSTIC” before dissecting the mark in such an unusual way that the Examining
Attorney suggests.  Moreover, the distinctive microphone and fork elements indicate that Applicant offers
both music and food and telegraphs the nature of Applicant’s unique establishment.
 
The Examining Attorney also required Applicant to disclaim “KITCHEN BACKYARD BAR MUSIC” because
the “evidence from applicant’s website demonstrate[d] applicant’s descriptive usage of this wording.”   The
Examining Attorney likewise acknowledged that the “disclaimed wording is smaller in size and appears at
the end of the mark . . . this wording is less significant in terms of affecting the mark’s commercial
impression.”   It stands to reason that consumers would also recognize these words as merely describing
the type of services that Applicant offers.  The words “KITCHEN BACKYARD BAR MUSIC” immediately
convey the kind of experience the consumer can expect to have at Applicant’s establishment.   Consumers
would expect savory meals, a laidback atmosphere, alcoholic beverages, and live events.  The cited mark
has no such impression, and if anything, would call to mind its “Old World style bistro,” an impression that
is readily distinguishable from Applicant’s mark and is evidenced by the cited registration’s specimens of
record.  Therefore, it is difficult to imagine that the first descriptive word (i.e., “KITCHEN”) within a series of
descriptive words (i.e., “KITCHEN BACKYARD BAR MUSIC”) would resonate in the minds of consumers
as indicating the source of Applicant’s services.
 
Accordingly, Applicant’s mark is readily distinguishable from the cited mark based upon the visual and aural
differences in the marks and the distinctive commercial impression of Applicant’s mark.
 
The Services are Readily Distinguishable
 
The Examining Attorney asserts that “Applicant’s characterization of registrant’s services as ‘Old World
style bistro’ . . . is without evidentiary support.”   However, the Registrant’s specimen of record clearly
shows Registrant offers a “New American cuisine in an Old World style bistro.”  As a courtesy, Applicant



has attached such specimen as Exhibit 1 hereto.
 
The Examining Attorney has also attached evidence of establishments that offer both fine dining and live
music and argues that, because some establishments offer both services, consumers will confuse
Registrant’s “Old World style bistro” with Applicant’s live music venue.   Applicant respectfully disagrees.  
Registrant does not appear to offer any musical performances, ambient or otherwise, and the services
claimed in the cited registration make absolutely no reference to entertainment of any kind.  Because the
“nature and scope of a party’s goods or services must be determined on the basis of the goods or services
recited in the application or registration,” Applicant’s live music venue services are distinguishable from
Registrant’s restaurant services.   TMEP § 1207.01(a)(iii) (citing Stone Lion Capital Partners, L.P. v. Lion
Capital L.L.P., 746 F.3d 1317, 110 USPQ2d 1157, 1162 (Fed. Cir. 2014)).
 
The Respective Services are Carefully Chosen by Consumers
 
                Applicant’s establishment attracts a discerning clientele of music lovers who make sophisticated,
careful purchasing decisions.  The Examining Attorney has rejected this argument as lacking in evidentiary
support; however, the application of a modicum of logic easily demonstrates Applicant’s point.
 
The Trademark Manual of Examining Procedure provides that “circumstances suggesting care in
purchasing may tend to minimize the likelihood of confusion.”   TMEP § 1207.01(d)(vii).  These
circumstances go to the fourth du Pont factor – the conditions under which and buyers to whom sales are
made, i.e., impulse versus careful, sophisticated purchasing. 
 
The relevant consumer who attends live music venues would also review the place and performer before
deciding to attend.  Attending a concert requires careful thought and planning, including the gathering of
friends and the coordinating of meeting times.  As the reviews in Exhibit 2 make abundantly clear,
Applicant’s establishment is such a place.   Consumers have reported that Applicant’s live music venue is
routinely “crowded” and “gets packed” several hours before the main performance begins.  This clearly
evidences that consumers do not make an impulse decision to attend an event at Applicant’s establishment
but, rather, plan well in advance.  Indeed, consumers must plan carefully, lest they miss a show altogether.
 
Accordingly, the types of consumers who seek either Applicant’s entertainment services or Applicant’s
restaurant services are the type of sophisticated consumers who are not readily confused by marks that
contain some similar elements.
 
There Has Been Significant Concurrent Use with no Evidence of Actual Confusion
 
Although the Examining Attorney need only show a likelihood of confusion between Applicant’s mark and
the cited registration, a lack of actual confusion for almost two years is nevertheless relevant and persuasive
that confusion is not likely to occur in the future.  The persuasiveness of this factor is precisely the reason it
was enshrined in the duPont factors decades ago.
 
There are Numerous Coexisting “RUSTIC” Marks
 
                Although coexisting registrations are not probative of the right of an applied-for mark to coexist
with a cited registration, they are nevertheless instructive.  The existence of coexisting registrations goes to
the sixth du Pont factor – the number and nature of similar marks in use with similar goods/services.
 
                The Examining Attorney asserts that the numerous third-party registrations do not indicate
whether the marks are “in actual use in the marketplace or that consumers are accustomed to seeing
them.”   Despite the somewhat nonsensical assertion that marks registered under Section 1(a) of the
Trademark Act might not be in use in the marketplace, applicant has provided such evidence in Exhibits 3-9.
  In addition, Applicant submits Exhibits 10-28 to provide the Examining Attorney with a mere sampling of
unregistered RUSTIC-formative marks that customers will encounter in the restaurant industry.
 



As the evidence indicates, the relevant consuming public is so accustomed to encountering dozens of
marks in the restaurant sphere that contain “RUSTIC” that they will, by necessity, look to other elements to
distinguish the source of the respective services. 
 
                The Examining Attorney also asserts that Applicant’s providing of registrations containing foreign
words that translate to the English equivalent, “RUSTIC,” has little probative value.   However, the doctrine
of foreign equivalents assumes that ordinary purchasers “stop and translate” foreign words.   TMEP §
1207.01(b)(vi)(A).  Based on the visual similarities between “RUSTIC,” “RUSTICO” and “RUSTICA,”
consumers would readily understand these foreign words to mean “RUSTIC.”   These coexisting
registrations are instructive because they indicate consumers are unlikely to confuse marks containing
“RUSTIC” or a similar foreign equivalent.
 
Therefore, Applicant’s unusual conversion of “RUSTIC” from an adjective to a noun by addition of the
prefix “THE” and its unique business model are well sufficient to distinguish Applicant’s mark and services
from the other owners in a crowded field of “RUSTIC” marks.
 
NOTICE OF INTENT TO APPEAL
 
                By way of notice only, Applicant hereby informs the Examining Attorney of its intent to appeal any
continued rejection of the present application.  A Notice of Appeal is submitted concurrently with this
response.
CONCLUSION
 
The present response is intended to address fully all issues raised by the Examining Attorney. Applicant
respectfully requests reconsideration and withdrawal of the rejection under § 2(d) and approve the
application for publication at the earliest possible date.  Applicant's attorney requests that the Examining
Attorney contact the attorney of record if further clarification is needed or if a telephone conference would be
useful in resolving the issues pending in this matter.
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Request for Reconsideration after Final Action
To the Commissioner for Trademarks:

Application serial no. 86234074 THE RUSTIC KITCHEN · BACKYARD · BAR · MUSIC (Stylized
and/or with Design, see http://tmng-al.uspto.gov/resting2/api/img/86234074/large) has been amended as
follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

RESPONSE TO FINAL OFFICE ACTION OF FEBRUARY 3, 2015
AND REQUEST FOR RECONSIDERATION

 
REMARKS
 
The above-identified application has been carefully reviewed in view of the Final Office Action mailed February
3, 2015.  Reconsideration and withdrawal of the rejection entered by the Examining Attorney is respectfully
requested in light of the arguments and authorities herein presented.
 
Applicant reincorporates the arguments set forth in its prior response and the exhibits thereto as if fully set
forth herein.



 
THE REFUSAL TO REGISTER UNDER SECTION 2(D) IS IMPROPER.
 
The Examiner has refused registration of Applicant's mark THE RUSTIC, Serial No. 86/234074 based upon
Trademark Act Section 2(d), 15 U.S.C. Section 1052(d), citing U.S. Registration No. 4,253,386 for RUSTIC
KITCHEN.  Applicant submits that concurrent use and registration of Applicant’s mark will not likely cause
confusion, mistake, or deception and requests that the Examining Attorney’s rejection be withdrawn.
 
Applicant’s Mark is Readily Distinguishable from The Cited Mark
 
The Examining Attorney suggests that, because the word “KITCHEN” appears below the word “RUSTIC” in
Applicant’s composite mark, consumers would recall Applicant’s mark as being “RUSTIC KITCHEN.”   This
line of reasoning defies logic.  
 
Applicant’s addition of “THE” preceding “RUSTIC” disrupts the ordinary and expected flow when the mark
is read or pronounced.  Applicant’s use of “THE” is not the mere addition of a definite article in the manner
discussed in In re Thor Tech Inc. or In re Narwood Prods. Inc.  Here, Applicant’s addition of “THE” and
omission of a word following “RUSTIC” converts the adjective rustic to a noun.  Rustic is traditionally used as
an adjective in modern, American speech – its noun form is arcane, at best – and Applicant’s transformation
of it to a noun creates a memorable, distinctive impression to consumers. 
 
The Examining Attorney asserts that “KITCHEN BACKYARD BAR MUSIC” are subsequent nouns that follow
“THE RUSTIC.”   While this may be true, the presence of these nouns does not alter the effect these words
have on consumers—that is, consumers would recognize these words as describing Applicant’s services.  
They do not convert “RUSTIC” into an adjective.   Applicant has provided numerous examples of “RUSTIC”
marks in the restaurant industry, all of which follow the common adjective + noun conformation of the cited
mark.  This evidence underscores that Applicant’s “THE RUSTIC” mark would strike the consumer’s mind
as unusual and distinctive.
 
Moreover, prospective purchasers—and in fact, virtually any native English speaker—would read Applicant’s
mark from top to bottom and from right to left, as this is normal in the course of reading the English language. 
A consumer would naturally be inclined to read the largest and most prominent words in the vertical plane
first—here, “THE RUSTIC”—and then collectively read the words “KITCHEN BACKYARD BAR MUSIC” as
they appear in a single horizontal plane.  It is inconceivable that a consumer would mentally dissect
Applicant’s composite mark at an unnatural break in the horizontal plane of Applicant’s mark and recall only
“RUSTIC KITCHEN” any more than they would recall the mark as “KITCHEN BACKYARD.”
 
  Based on the natural tendency of English speakers to read text from top to bottom and from right to left,
consumers would, almost certainly, only recall “THE RUSTIC” as the mark under which Applicant renders its
services.  Contrary to the Examining Attorney’s assertion, the applied-for-mark is not merely the words, “THE
RUSTIC KITCHEN BACKYARD BAR MUSIC,” but one that contains distinctive design elements, including the
retro-style microphone appearing in the most prominent word “RUSTIC” and the large fork icon that uniquely
forms the letter “I” in RUSTIC.   Surely, consumers would recall these distinctive elements and “THE
RUSTIC” before dissecting the mark in such an unusual way that the Examining Attorney suggests.  
Moreover, the distinctive microphone and fork elements indicate that Applicant offers both music and food and
telegraphs the nature of Applicant’s unique establishment.
 
The Examining Attorney also required Applicant to disclaim “KITCHEN BACKYARD BAR MUSIC” because
the “evidence from applicant’s website demonstrate[d] applicant’s descriptive usage of this wording.”   The
Examining Attorney likewise acknowledged that the “disclaimed wording is smaller in size and appears at the
end of the mark . . . this wording is less significant in terms of affecting the mark’s commercial impression.”   It
stands to reason that consumers would also recognize these words as merely describing the type of services
that Applicant offers.  The words “KITCHEN BACKYARD BAR MUSIC” immediately convey the kind of
experience the consumer can expect to have at Applicant’s establishment.   Consumers would expect savory
meals, a laidback atmosphere, alcoholic beverages, and live events.  The cited mark has no such impression,



and if anything, would call to mind its “Old World style bistro,” an impression that is readily distinguishable
from Applicant’s mark and is evidenced by the cited registration’s specimens of record.   Therefore, it is
difficult to imagine that the first descriptive word (i.e., “KITCHEN”) within a series of descriptive words (i.e.,
“KITCHEN BACKYARD BAR MUSIC”) would resonate in the minds of consumers as indicating the source of
Applicant’s services.
 
Accordingly, Applicant’s mark is readily distinguishable from the cited mark based upon the visual and aural
differences in the marks and the distinctive commercial impression of Applicant’s mark.
 
The Services are Readily Distinguishable
 
The Examining Attorney asserts that “Applicant’s characterization of registrant’s services as ‘Old World
style bistro’ . . . is without evidentiary support.”   However, the Registrant’s specimen of record clearly shows
Registrant offers a “New American cuisine in an Old World style bistro.”  As a courtesy, Applicant has
attached such specimen as Exhibit 1 hereto.
 
The Examining Attorney has also attached evidence of establishments that offer both fine dining and live
music and argues that, because some establishments offer both services, consumers will confuse
Registrant’s “Old World style bistro” with Applicant’s live music venue.   Applicant respectfully disagrees.  
Registrant does not appear to offer any musical performances, ambient or otherwise, and the services claimed
in the cited registration make absolutely no reference to entertainment of any kind.  Because the “nature and
scope of a party’s goods or services must be determined on the basis of the goods or services recited in the
application or registration,” Applicant’s live music venue services are distinguishable from Registrant’s
restaurant services.  TMEP § 1207.01(a)(iii) (citing Stone Lion Capital Partners, L.P. v. Lion Capital L.L.P., 746
F.3d 1317, 110 USPQ2d 1157, 1162 (Fed. Cir. 2014)).
 
The Respective Services are Carefully Chosen by Consumers
 
                Applicant’s establishment attracts a discerning clientele of music lovers who make sophisticated,
careful purchasing decisions.  The Examining Attorney has rejected this argument as lacking in evidentiary
support; however, the application of a modicum of logic easily demonstrates Applicant’s point.
 
The Trademark Manual of Examining Procedure provides that “circumstances suggesting care in purchasing
may tend to minimize the likelihood of confusion.”   TMEP § 1207.01(d)(vii).  These circumstances go to the
fourth du Pont factor – the conditions under which and buyers to whom sales are made, i.e., impulse versus
careful, sophisticated purchasing. 
 
The relevant consumer who attends live music venues would also review the place and performer before
deciding to attend.  Attending a concert requires careful thought and planning, including the gathering of
friends and the coordinating of meeting times.  As the reviews in Exhibit 2 make abundantly clear, Applicant’s
establishment is such a place.  Consumers have reported that Applicant’s live music venue is routinely
“crowded” and “gets packed” several hours before the main performance begins.  This clearly evidences
that consumers do not make an impulse decision to attend an event at Applicant’s establishment but, rather,
plan well in advance.  Indeed, consumers must plan carefully, lest they miss a show altogether.
 
Accordingly, the types of consumers who seek either Applicant’s entertainment services or Applicant’s
restaurant services are the type of sophisticated consumers who are not readily confused by marks that
contain some similar elements.
 
There Has Been Significant Concurrent Use with no Evidence of Actual Confusion
 
Although the Examining Attorney need only show a likelihood of confusion between Applicant’s mark and the
cited registration, a lack of actual confusion for almost two years is nevertheless relevant and persuasive that
confusion is not likely to occur in the future.  The persuasiveness of this factor is precisely the reason it was
enshrined in the duPont factors decades ago.



 
There are Numerous Coexisting “RUSTIC” Marks
 
                Although coexisting registrations are not probative of the right of an applied-for mark to coexist with
a cited registration, they are nevertheless instructive.  The existence of coexisting registrations goes to the
sixth du Pont factor – the number and nature of similar marks in use with similar goods/services.
 
                The Examining Attorney asserts that the numerous third-party registrations do not indicate whether
the marks are “in actual use in the marketplace or that consumers are accustomed to seeing them.”   Despite
the somewhat nonsensical assertion that marks registered under Section 1(a) of the Trademark Act might not
be in use in the marketplace, applicant has provided such evidence in Exhibits 3-9.  In addition, Applicant
submits Exhibits 10-28 to provide the Examining Attorney with a mere sampling of unregistered RUSTIC-
formative marks that customers will encounter in the restaurant industry.
 
As the evidence indicates, the relevant consuming public is so accustomed to encountering dozens of marks
in the restaurant sphere that contain “RUSTIC” that they will, by necessity, look to other elements to
distinguish the source of the respective services. 
 
                The Examining Attorney also asserts that Applicant’s providing of registrations containing foreign
words that translate to the English equivalent, “RUSTIC,” has little probative value.   However, the doctrine of
foreign equivalents assumes that ordinary purchasers “stop and translate” foreign words.   TMEP §
1207.01(b)(vi)(A).  Based on the visual similarities between “RUSTIC,” “RUSTICO” and “RUSTICA,”
consumers would readily understand these foreign words to mean “RUSTIC.”   These coexisting registrations
are instructive because they indicate consumers are unlikely to confuse marks containing “RUSTIC” or a
similar foreign equivalent.
 
Therefore, Applicant’s unusual conversion of “RUSTIC” from an adjective to a noun by addition of the prefix
“THE” and its unique business model are well sufficient to distinguish Applicant’s mark and services from the
other owners in a crowded field of “RUSTIC” marks.
 
NOTICE OF INTENT TO APPEAL
 
                By way of notice only, Applicant hereby informs the Examining Attorney of its intent to appeal any
continued rejection of the present application.  A Notice of Appeal is submitted concurrently with this response.
CONCLUSION
 
The present response is intended to address fully all issues raised by the Examining Attorney. Applicant
respectfully requests reconsideration and withdrawal of the rejection under § 2(d) and approve the application
for publication at the earliest possible date.  Applicant's attorney requests that the Examining Attorney contact
the attorney of record if further clarification is needed or if a telephone conference would be useful in resolving
the issues pending in this matter.
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The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the owner's/holder's attorney or an associate thereof;
and to the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the owner/holder
in this matter: (1) the owner/holder has filed or is concurrently filing a signed revocation of or substitute
power of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the owner/holder has filed a power of attorney appointing him/her in this matter; or (4) the
owner's/holder's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney
appointing him/her as an associate attorney in this matter.

The applicant is filing a Notice of Appeal in conjunction with this Request for Reconsideration.
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